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Response dated March 18, 2009 

REMARKS 

Claims 1-30 are currently pending. Claim 1 is an independent claim, and claims 2-8 and 
21-22 depend therefrom. Claim 9 is an mdependent claim, and claims 10-11 depend therefrom. 
Claim 12 is an independent claim, and claim 13 depends therefrom. Claim 14 is an independent 
claim, and claims 15-20 and 23-24 depend therefrom. Claim 25 is an independent claim, and 
claims 26-27 depend therefrom. Claim 28 is an independent claim, and claims 29-30 depend 
therefrom. Applicant respectfully requests reconsideration of the application in light of the 
following remarks. 



Rejections Under 35 U.S.C. 8112. First Paragraph f Claims 1. 9. 12. 14 and 25) 

Claims 1, 9, 12, 14 and 25 were rejected under 35 U.S.C. §112, first paragraph, as 
allegedly failing to comply with the written description requirement. Specifically, "[t]he said 
pending claims state, '...a plurality of phonemes consisting of phonemes for at least one non- 
native language that by themselves do not form a word and are not common with any of a 
plurality of phonemes for a native language;' wherein the applicant submitted specification does 
not contain any disclosure to phonemes that 'themselves do not for a word'." (Non-Final Office 
Action, Page 2). The Applicant respectfully traverses the above-mentioned rejection for at least 
the following reasons. 

As one example. Paragraph [49] on Page 16 of the Applicant's Specification discloses 
«[t]he phoneme playback system 105 may further be adapted to facilitate the playback of 
'babble-like' sounds that infants can hear, thus exercising their hearing faculties and making it 
possible for infants to retain the ability to distinguish yarious human generated sounds and/or 
phonemes ." (Applicant's Specification, Paragraph [49], Lines 1-4 (emphasis added)). One of 
ordinary skill in the art would readily understand that "various phonemes" that make up 
"'babble-like' sounds" are phonemes that "by themselves do not form a word." Thus, because 
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the Applicant's Specification clearly supports phonemes that "by themselves do not form a 
word," as recited in Applicant's independent claims 1, 9, 12, 14 and 25, tiie rejections of claims 
1, 9, 12, 14 and 25 under 35 U.S.C. §112, first paragraph, cannot be maintained. The Applicant 
respectfully requests that the rejections of claims 1, 9, 12, 14 and 25 under 35 U.S.C. §112, first 
paragraph, be withdrawn. 



Rejections Under 35 U.S.C. 8103fa^ - Diamond fClaims 1-2. 5-6. 8-15. 18-19. 21-30) 

On Pages 3-7 of the non-final Office Action, independent claims 1, 9, 12, 14, 25 and 28 and 
dependent claims 2, 5-6, 8, 10-11, 13, 15, 18-19, 21-24, 26-27 and 29-30 were rejected under 35 
U.S.C. § 103(a) as being unpatentable over Diamond et al. (U.S. Patent No. 5,314,336, hereinafter 
"Diamond"). The Applicant respectfully traverses the rejection for at least the following reasons. 

In order for a prima facie case of obviousness to be established, the Manual of Patent 
Examining Procedure, Rev. 6, Sep. 2007 ("MPEP") states the following: 

The key to supporting any rejection under 35 U.S.C. 103 is the clear articulation 
of the reason(s) why the claimed invention would have been obvious. The 
Supreme Court in KSR International Co. v. Teleflex Inc., 82 USPQ2d 1385, 1396 
(2007) noted that the analysis supporting a rejection under 35 U.S.C. 103 should 
be made explicit. The Federal Circuit has stated that "rejections on obviousness 
cannot be sustained with mere conclusory statements; instead, there must be some 
articulated reasoning with some rational underpinning to support the legal 
conclusion of obviousness." 

See the MPEP at § 2142, citing In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 1336 (Fed. 
Cir. 2006), and KSR International Co. v. Teleflex Inc., 82 USPQ2d at 1396 (quoting Federal 
Circuit statement with approval). Further, MPEP § 2143.01 states that "the mere fact that 
references can be combined or modified does not render the resultant combination obvious 
unless the results would have been predictable to one of ordinary skill in the art" (citing kSR 
International Co. v. Teleflex Inc., 82 USPQ2d 1385, 1396 (2007)). Additionally, if aprimafijcie 
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case of obviousness is not established, the Applicant is under no obligation to submit evidence of 

nonobviousness: 

The examiner bears the initial burden of factually supporting any prima facie 
conclusion of obviousness. If the examiner does not produce a prima facie case, 
the applicant is imder no obligation to submit evidence of nonobviousness. 

See MPEP at § 2142. 

Regarding independent claim 1, Diamond is different from the Applicant's independent 
claim 1. Diamond at least fails to disclose, for example, "selecting from within said audio 
enabled toy, a plurality of phonemes from a first storage of said audio enabled toy that 
corresponds to said at least one received event, said plurality of phonemes consisting of 
phonemes for at least one non-native language that by themselves do not form a word and are not 
in common with any of a pluraHty of phonemes for a native language; and generating within said 
audio enabled toy, an audio representation of said selected plurality of phonemes," as set forth in 
Applicant's independent claim 1. 

The Applicant appreciates the non-final Office Action's acknowledgment that "Diamond et 
al. does not teach that the said phonemes are in common with phonemes with any of the phonemes 
for native language that by tiiemselves do not form a word and generating within said audio enabled 
toy, an audio representation of selected plurality of non-native language phoneme." (Non-Final 
Office Action, Page 3). However, the non-fmal Office Action alleges that "these differences are 
only mere design choice that could be easily altered." (Non-Final Office Action, Page 3). The 
Applicant disagrees for at least the following reasons. 

The Applicant notes that the non-fmal Office Action inappropriately appUes design choice 
principles to the Applicant's mdependent claim 1. Design choice principles are applicable to the 
rearrangement of device components that do not alter the operation of the device. {See MPEP 
2144.04(VI)(C)). AppUcant's independent claim 1 is unrelated to the rearrangement of device 
components . In other words, for example, even if the device components (i.e., triggers, circuits, 
etc.) of Diamond were rearranged. Diamond still fails to disclose the limitations of Applicant's 
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independent claim 1. Because the Examiner acknowledges that Diamond fails to disclose the 
limitations of independent claim 1, and because design choice principles are mapplicable to 
independent claim 1, the rejections of independent claim 1 cannot be maintained. 



Regarding independent claim 9, Diamond is different from the Applicant's independent 
claim 9. Diamond at least fails to disclose, for example, "generating from within said audio 
enabled toy, audio signals representative of: a plurality of phonemes for at least one non-native 
language that by themselves do not form a word and are not in common with any of a plurality of 
phonemes for a native language," as set forth in Applicant's independent claim 9. 

The Applicant appreciates the non-j5nal Office Action's acknowledgment that "Diamond et 
al. does not teach that the said phonemes are in common with phonemes with any of the phonemes 
for native language that by themselves do not form a word and generating within said audio enabled 
toy, an audio representation of selected plurality of non-native language phoneme." (Non-Final 
Office Action, Page 4). However, the non-final Office Action alleges that "these differences are 
only mere design choice that could be easily altered." (Non-Final Office Action, Page 5). The 
AppUcant disagrees for at least the following reasons. 

As discussed above with regard to independent claim 1, the Applicant notes that the non- 
final Office Action inappropriately applies design choice principles to the Applicant's independent 
claim 9. Design choice principles are applicable to the rearrangement of devic e components that 
do not alter the operation of the device. {See MPEP 2144.04(VI)(C)). Applicant's independent 
claim 9 is unrelated to the rearrangement of device components . In other words, for example, 
even if the device components (i.e., triggers, circuits, etc.) of Diamond were rearranged, Diamond 
still fails to disclose the limitations of AppUcant's independent claim 9. Because the Examiner 
acknowledges that Diamond fails to disclose the limitations of independent claim 9, and because 
design choice principles are inapplicable to independent claim 9, the rejections of independent claim 
9 caimot be maintained. 
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Regarding independent claim 12, Diamond is different from the Applicant's independent 
claim 12. Diamond at least fails to disclose, for example, "generating by said audio enabled toy, 
audio signals representative of phonemes for a non-native language, wherein said phonemes for 
said non-native language consists of phonemes that by themselves do not form a word and are 
not in common with any phonemes of a native language," as set forth in Applicant's independent 
claim 12. 

The Applicant appreciates the non-final Office Action's acknowledgment that "Diamond et 
al. does not teach that at least a portion of said phonemes for said non-native language comprises 
phonemes that by themselves do not form a world [sic], and are not in common with any phonemes 
of a native language." (Non-Final Office Action, Page 5). However, tiie non-final Office Action 
alleges that "these differences are only mere design choice that could be easily altered." (Non-Final 
Office Action, Page 5). The Applicant disagrees for at least the following reasons. 

As discussed above with regard to AppUcant's independent claim 1, the Applicant notes that 
the non-final Office Action inappropriately applies design choice principles to tiie AppUcant's 
independent claim 12. Design choice principles are applicable to the rearrangem ent of device 
components that do not alter the operation of the device. {See MPEP 2144.04(VI)(C)). Applicant's 
independent claim 12 is unrelated to the rearrangement of device components . In other words, 
for example, even if the device components (i.e., triggers, circuits, etc.) of Diamond were 
rearranged, Diamond still fails to disclose the limitations of AppUcant's independent claim 12. 
Because the Examiner acknowledges that Diamond fails to disclose tiie limitations of independent 
claim 12, and because design choice principles are inapplicable to independent claim 12, the 
rejections of mdependent claim 12 camiot be maintained. 
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Regarding independent claim 14, Diamond is different from the Applicant's independent 
claim 14. Diamond at least fails to disclose, for example, "an audio processing unit that selects 
from within said audio enabled toy, a plurality of phonemes from a first storage of said audio 
enabled toy that corresponds to said at least one received event, said plurality of phonemes 
consisting of phonemes for at least one non-native language that by themselves do not form a 
word and are not in common with any of a plurality of phonemes for a native language; and said 
audio processing unit generates within said audio enabled toy, an audio representation of said 
plurality of phonemes," as set forth in Applicant's independent claim 14. 

The Applicant appreciates the non-final Office Action's acknowledgment that "Diamond et 
al. does not teach that at least a portion of said phonemes for said non-native language comprises 
phonemes that by themselves do not form a world [sic], and are not in common with any phonemes 
of a native language." (Non-Final Office Action, Page 6). However, the non-final Office Action 
alleges that "these differences are only mere design choice that could be easily altered." (Non-Final 
Office Action, Page 6). The Apphcant disagrees for at least the following reasons. 

As discussed above with regard to Applicant's independent claim 1, the Applicant notes that 
the non-final Office Action inappropriately applies design choice principles to the Applicant's 
independent claim 14. Design choice principles are applicable to the rearrangem ent of device 
components that do not alter the operation of the device. (See MPEP 2144.04(VI)(C)). Applicant's 
independent claim 14 is unrelated to the rearrangement of device components , hi other words, 
for example, even if the device components (i.e., triggers, circuits, etc.) of Diamond were 
rearranged. Diamond still fails to disclose the limitations of Applicant's independent claim 14. 
Because the Examiner acknowledges that Diamond fails to disclose the limitations of independent 
claim 14, and because design choice principles are inapplicable to independent claim 14, the 
rejections of independent claim 14 carmot be maintained. 
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Regarding independent claim 25, Diamond is different from the Applicant's independent 
claim 25. Diamond at least fails to disclose, for example, "at least one circuit responsive to said 
at least one trigger to generate from within said apparatus audio signals representative of a 
plurality of phonemes for at least one non-native language that by themselves do not form a word 
and are not in common with any of a plurality of phonemes for a native language," as set forth in 
Applicant's independent claim 25. 

The AppUcant appreciates the non-final Office Action's acknowledgment that "Diamond et 
al. does not teach that the said phonemes are in common with phonemes with any of the phonemes 

for native language that by themselves do not form a word and generating within said audio enabled 
toy, an audio representation of selected plurality of non-native language phoneme." (Non-Final 
Office Action, Page 3). However, the non-final Office Action alleges that "these differences are 
only mere design choice that could be easily altered." (Non-Final Office Action, Page 3). The 
Applicant disagrees for at least the following reasons. 

As discussed above with regard to Applicant's independent claim 1, the AppUcant notes that 
the non-fmal Office Action inappropriately applies design choice principles to the Applicant's 
independent claim 25. Design choice principles are appUcable to the rearrangement of device 
components that do not alter the operation of the device. {See MPEP 2144.04(VI)(C)). Applicant's 
independent claim 25 is unrelated to the rearrangement of device components , hi other words, 
for example, even if the device components (i.e., triggers, circuits, etc.) of Diamond were 
rearranged, Diamond still fails to disclose the limitations of Applicant's independent claim 25. 
Because the Examiner acknowledges that Diamond fails to disclose the limitations of independent 
claim 25, and because design choice principles are inapplicable to mdependent claim 25, the 
rejections of independent claim 25 cannot be maintained. 



Regarding independent claim 28, Diamond is different from the Applicant's independent 
claim 28. Diamond at least fails to disclose, for example, "at least one circuit that enables 
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generation of audio signals representative of phonemes for a non-native language, wherein said 
phonemes for said non-native language consists of phonemes that by themselves do not form a 
word and are not in common with any phonemes of a native language," as set forth in 
Applicant's independent claim 28. 

The AppUcant appreciates the non-final Office Action's acknowledgment that "Diamond et 
al. does not teach that the said phonemes are in common with phonemes with any of the phonemes 
for native language that by themselves do not form a word and generating within said audio enabled 
toy, an audio representation of selected plurality of non-native language phoneme." (Non-Final 
Office Action, Page 4). However, the non-final Office Action alleges that "these differences are 
only mere design choice that could be easily altered." (Non-Final Office Action, Page 5). The 
Applicant disagrees for at least the following reasons. 

As discussed above with regard to Applicant's independent claim 1, the Applicant notes that 
the non-fmal Office Action inappropriately applies design choice principles to the Applicant's 
independent claim 28. Design choice principles are applicable to the rearrangem ent of device 
components that do not alter the operation of the device. {See MPEP 2144.04(VI)(C)). Applicant's 
independent claim 28 is unrelated to the rearrangement of device components , hi other words, 
for example, even if the device components (i.e., triggers, circuits, etc.) of Diamond were 
rearranged. Diamond still fails to disclose the limitations of Applicant's independent claim 28. 
Because the Examiner acknowledges that Diamond fails to disclose the lunitations of independent 
claim 28, and because design choice principles are inapplicable to independent claim 28, the 
rejections of independent claim 28 cannot be maintained. 



For at least the reasons set forth above, the Applicant respectfiilly asserts that 
independent claims 1, 9, 12, 14, 25 and 28 are allowable over the Diamond reference. The 
Applicant requests that the rejection of claims 1, 9, 12, 14, 25 and 28 under 35 U.S.C. §103(a), be 
withdrawn. 
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Because dependent claims 2-8 and 21-22, 10-11, 13, 15-20 and 23-24, 26-27, and 29-30 
depend, directly or indirectly, from independent claims 1, 9, 12, 14, 25 and 28, respectively, and 
because claims 1, 9, 12, 14, 25 and 28 are allowable over the Diamond reference, the Applicant 
asserts that claims 2-8, 10-11, 13, 15-24, 26-27 and 29-30 are also allowable over the Diamond 
reference. The Applicant also submits that each of claims 2-8, 10-11, 13, 15-24, 26-27 and 29-30 
is independently allowable as well. Therefore, the Applicant requests that the rejection of claims 
2, 5-6, 8, 10-11, 13, 15, 18-19, 21-24, 26-27 and 29-30 under 35 U.S.C. §103(a), be withdrawn. 



Rejections Under 35 U.S.C. S103(a) - Diamond and Maa (Claims 3. 7. 16 and 20) 

On Pages 7-8 of the non-final Office Action, claims 3, 7, 16 and 20 were rejected under 
35 U.S.C. §103(a) as being unpatentable over Diamond in view of Maa (U.S. Patent No. 
6,572,431). The Applicant respectfully submits that claims 3 and 7, and 16 and 20 depend either 
directly or indirectly firom independent claims 1 and 14, respectively. Applicant believes that 
claims 1 and 14 are allowable over the proposed combination of references, in that Maa fails to 
overcome the deficiencies of Diamond, as set forth above. Because claims 3 and 7, and 16 and 
20 depend from independent claims 1 and 14, respectively, Applicant respectfully submits tiiat 
claims 3, 7, 16 and 20 are allowable over the proposed combination of Diamond and Maa, as 
well. Applicant also asserts that each of claims 3, 7, 16 and 20 is independently allowable. 
Therefore, for at least the reasons set forth above. Applicant respectfully requests that the 
rejections of claims 4 and 7 under 35 U.S.C. § 103(a) be witiidrawn. 



Rejections Under 35 U.S.C. S103fa) - Diamond and Lvberg (Claims 4 and IT) 

On Pages 8-9 of tiie non-final Office Action, claims 4 and 17 were rejected under 35 
U.S.C. §103(a) as being unpatentable over Diamond in view of Lyberg (U.S. Patent No. 5,752,227). 
The Applicant respectfully submits that claims 4 and 17 depend either directiy or indirectly from 
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independent claims 1 and 14, respectively. Applicant believes that claims 1 and 14 are allowable 
over the proposed combination of references, in that Lyberg fails to overcome the deficiencies of 
Diamond, as set forth above. Because claims 4 and 17 depend from independent claims 1 and 
14, respectively, Applicant respectfully submits that claims 4 and 17 are allowable over the 
proposed combination of Diamond and Lyberg, as well. Applicant also asserts that each of 
claims 4 and 17 is independently allowable. 

For example, the Applicant respectfully traverses the rejections for at least the following 
reasons, which were presented in Applicant's non-final Office Ac tion response on January 
29. 2007 and again in Applicant's final Office Action response on July 6, 2007. and again in 
Applicant's Interview Summary and After-Final response on August 24, 2007, but were not 
addressed in the final Office Action mailed May 10. 2007 or the Advisory Action mailed 
July 26. 2007 or the non-final Office Action mailed October 23. 2007. In fac t, the Applicant 
brought the Office Actions' failure to respond to the Applicant's arguments to the 
Examiner's and his supervisor's attention in the Augu st 14. 2007 interview and the 
Examiner and his supervisor assured the Applicant t hat the arguments would be 
addressed; however, the Applicant has not vet received a resp onse to the Applicant's 
arguments as set forth again below . The Applicant also reminds the Examiner that MPEP 
707.07(f) states that "[w]here the applicant traverses any rejection, the examiner should, if he or 
she repeats the rejection, take note of the appUcant's argument and answer the substance of it." 
(MPEP 707.07(f)). The Applicant further notes that "[t]he examiner must address all arguments 
which have not already been responded to in the statement of the rejection." (MPEP 707.07(f) - H 
7.37 Arguments Are Not Persuasive, Examiner Note 1). Thus, the Applicant requests that future 
Office Actions (if any) address all of Applicant's claim limitations and all of Applicant's 
arguments. As stated in MPEP 707.07(f),"[i]n order to provide a complete application file 
history and to enhance the clarity of the prosecution history record, an examiner must provide 
clear explanations of all actions taken by the examiner during prosecution of an application." 
(MPEP 707.07(f)). 
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With regard to Applicant's dependent claims 4 and 17 and as noted by the Applicant in 
previous responses, there is no motivation to combine Diamond and Lyberg because Lyberg 
teaches away from Diamond. Diamond discloses placing "a specially marked object in firont of a 
toy capable of recognizing the marks on the object and being able to articulate a word, phrase or 
sentence in response to the markings. This permits the toy to be able to read and speak. Visible 
codes, invisible codes or holograms may be located on the objects for this purpose. A 
mechanism inside the toy is provided to vocalize the sounds associated with each code or 
marking ...." (Abstract). Lyberg, on the other hand, discloses "a method and arrangement for 
speech to text conversion. A string of phonemes is identified from a given input speech. The 
different phonemes are identified and are joined together to form words and phrases/sentences. 
The words are checked lexically, any words with care not found in the language concerned being 
excluded. The phrases/sentences are checked syntactically, any word combinations which do not 
occur in the language concerned being excluded. A model of the speech is obtained by the 
process. The intonation patterns of the model and of the input speech are determined, and 
compared, the words and phrases/sentences of the model, whose intonation patterns do not 
correspond with those of the input speech, are excluded from the model. A representation of the 
words, and/or word combinations, which best corresponds with the input speech is then 
provided, preferably in the providing in the form of a print out of the related text." (Abstract). 

The Diamond invention would not benefit from excluding inputted speech (i.e., detected 
optical symbols in Diamond) from being used to provide an outputted text (i.e., audio output) as 
taught in Lyberg. Excluding detected optical symbols from the Diamond invention goes against 
the very purpose of the Diamond invention. The "object of the invention [is] to provide a toy 
which has the capability of detecting an optical symbol and providing an audio message 
related to the detected optical symbol ." (Column 1, Lines 39-42). Thus, Lyberg clearly 
teaches away from Diamond. 

Therefore, for at least the reasons set forth above, Applicant respectfully requests that the 
rejections of claims 4 and 17 under 35 U.S.C. § 103(a) be withdrawn. 
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Final Matters 

The Office Action makes various statements regarding claims 1-30, 35 U.S.C. § 1 12, first 
paragraph, 35 U.S.C. § 103(a), the Diamond reference, the Maa reference, the Lyberg reference, 
design choice, one of skill in the art, etc. that are now moot in view of the above amendments 
and/or arguments. Thus, the Applicants will not address all of such statements at the present 
time. However, the Applicants expressly reserve the right to challenge such statements in the 
future should the need arise (e.g., if such statements should become relevant by appearing in a 
rejection of any current or future claim). 

Applicant reserves the right to argue additional reasons supporting the allowability of 
claims 1-30 should the need arise in the future. 
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CONCLUSION 



Applicant respectfully submits that claims 1-30 are in condition for allowance, and 
requests that the application be passed to issue. 

Should anything remain in order to place the present application in condition for 
allowance, the Examiner is kindly invited to contact the undersigned at the telephone number 
listed below. 

Please charge any required fees not paid herewith or credit any overpayment to the 
Deposit Account of McAndrews, Held & Malloy, Ltd., Account No. 13-0017. 



Date: March 18. 2009 Respectfully submitted. 



/Philip Henry Sheridan/ 
Philip Henry Sheridan 
Reg. No. 59,918 
Attorney for Applicant 



McAndrews, Held & Malloy, Ltd. 
500 West Madison Street, 34* Floor 
Chicago, Illinois 60661 
(T) 312 775 8000 
(F) 312 775 8100 
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